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This is an appeal under 35 U.S.C. 8§ 134 fromthe
examner’s refusal to allow clains 1 through 14 and 26 through
30 which are all the clains in the application.

THE | NVENTI ON
The invention is directed to a process for the
preparation of a conposite material containing dianond
particles. Dianond particles are coated with a region of
carbide formng material and a region of brazeable material.
Thereafter the coated dianond particles are conpacted into a
porous body. The body is subsequently heated to a tenperature
above the nelting point of the brazeable material so as to
infiltrate the porous body with the brazing material.
THE CLAI M5

Claim1l is illustrative of appellants’ invention and is

repr oduced bel ow.

1. A process for fabricating a conposite material,
conpri si ng:

coating a quantity of dianond particles with a region of
an adherent carbide form ng material followed by a region of
brazeabl e materi al;

conpacting the thus coated dianond particles into a
por ous body; and
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infiltrating the porous body with a braze material by
heating to a tenperature above the nelting point of the braze
mat eri al .
THE REFERENCES OF RECORD

As evi dence of obviousness, the exam ner relies upon the

foll ow ng references:

Rohrig et al. 2,382, 666 Aug. 14, 1945
(Rohri g)
Chen et al. (Chen) 5,096, 465 Mar. 17, 1992

THE REJECTI ONS

Clains 1, 5, 6, 10, 12, and 14 stand rejected under 35
U S.C 8 102(b) as being clearly anticipated by Chen.

Clainms 1 through 14 and 26 through 30 stand rejected
under 35 U. S.C. § 103 as being unpatentable over Chen in view
of Rohrig.

Claimb5 stands rejected under 35 U.S.C. § 112, second
par agraph, as being indefinite for failing to particularly
poi nt out and distinctly claimthe subject matter which
applicant regards as the invention.

Claims 1 through 14 and 26 through 30 stand rejected
under 35 U. S. C. 112, first paragraph, for |ack of enabl enent.

OPI NI ON
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As an initial matter, appellants’ Brief contains a
statenent that the clains should not stand or fall together.
See Brief, page 7. However, no substantive argunent has been
submtted by appellants with respect to either the rejection
under § 102 or
§ 103. At nost, appellants refer to limtations present in
sonme dependent clains wthout presenting an argunent as to why
each of the clains are believed to be separately patentable.
Accordingly, we select claim1l, the sole i ndependent
conposition claimas representative of appellants’ invention
and limt our consideration to said claim 37 CFR §
1.192(c)(7) 1995.

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with the
appel l ants that the aforenentioned rejections under 35 U. S. C
8§ 112 are not well founded. Accordingly, we will not sustain
those rejections. W agree wth the exam ner that the
rej ections over Chen under 8§ 102 and 8 103 are well founded.
Accordingly, we will sustain the examner's rejection over
Chen.

A The Rejections under 35 U.S.C. § 112
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Any analysis of the clains for conpliance with 35 U S. C
8§ 112 should start with the second paragraph, then proceed

with the first paragraph. 1n re Angstadt, 537 F.2d 498, 501,

190 USPQ 214, 217 (CCPA 1976), In re Miore, 439 F.2d 1232,
1235, 169 USPQ 236, 238, (CCPA 1971).

The |l egal standard for definiteness under the second
paragraph of 35 U S.C. § 112 is whether a claimreasonably
appri ses those of ordinary skill in the art of its scope. In

re Warnmerdam 33 F.3d 1354, 1361, 31 USPQ2d 1754, 1759 (Fed.

Cir. 1994). The first inquiry is to determ ne whether the
clainms set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity.

The examner lists two terns which he considers as being
indefinite. These terns are CVD and PVD. Subsequently,
however, the exam ner acknow edged that CVD is defined in the
specification and withdrew the rejection with respect to that
term See Answer, page 10. As to the term PVD, Appendix C
clearly discloses that PVDis simlarly well known. See
Appendi x C, page 3. Accordingly, we will not sustain the
exam ner’s rejection of claimunder the second paragraph of 35

UuS C 8§ 112. We turn next to the examner’s rejection
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under the first paragraph of 35 U . S.C. §8 112 on the grounds of
| ack of enablenent. When rejecting a claimunder the

enabl enent requirenent of section 112, the PTO bears the
initial burden of setting forth a reasonable explanation as to
why it believes the scope of protection provided by the

cl ai med subject nmatter is not adequately enabl ed by the
description of the invention provided in the specification of
the application. This includes providing sufficient reasons
for doubting any assertions in the specification as to the
scope of enablenment. |If this burden is nmet, the burden then
shifts to the applicant to provide suitable proof that the

specification is enabling. See In re Wight, 999 F.2d 1557,

1561, 27 USPQ2d 1510, 1513 (Fed. Cir. 1993); ln re Mrzocchi,

439 F.2d 220, 223, 169 USPQ 367, 369 ( CCPA 1971). Contrary
to the requirements of the statute, the exam ner has provided
anple rationale that the clained subject matter is fully
enabl ed. See Answer, pages 4 and 8-10. The exam ner’s
position is not that the clains are unsupported by the
description of the invention in the specification, but that
the clai ned process does not include critical recited

f eat ur es.
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W find the exam ner’s assertions that the clains are
unsupported by an adequate enabling disclosure not well taken.
The specification on pages 6-12 sets forth the subject matter
cl ai med by appellant. The exam ner chooses to address only
[imtations that do not appear in the clained subject matter.
However, the exam ner does not address the basic issue as to
whet her the clainmed subject matter i s adequately enabl ed.

Based upon the above considerations, we will not sustain
the rejection of the exam ner on the grounds of enabl enent.
B. The Rejection under 35 U.S.C. § 102(b)

Wth respect to this rejection, appellants fail to argue
the separate patentability of any of the dependent cl ai ns.

Accordingly, we select claim1, the sole independent claimas

representative of appellants’ clainmed subject matter and limt
our consideration thereto. 37 CFR 8§ 1.192(c)(7)(1995).

During patent prosecution, clains are to be given their
br oadest reasonable interpretation consistent with the
specification, and the claimlanguage is to be read in view of
the specification as it would be interpreted by one of

ordinary skill in the art. In re Mrris, 127 F.3d 1048, 1053-
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1054, 44 USPQ2d 1023, 1027 (Fed. Cir. 1997). In re Zletz, 893

F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989); In re
Sneed, 710 F.2d 1544, 1548, 218 USPQ 385, 388 (Fed. Grr

1983); In re Ckuzawa, 537 F.2d 545, 548, 190 USPQ 464, 466

(CCPA 1976).

Qur construction of the subject matter defined by
appellants’ claim1l is that the clainmed subject matter
requires a process of coating a region of dianmond particles by
a carbide formng material followed by coating a region of
di anond particles by a brazeable material. W find no
requi renment in the clainmed subject matter that the coating be
uniformor conplete. W find no requirenent that the nmaterials
be different, provided only that they possess both the
chem cal and physical functions enconpassed by the clai nmed
subject matter. Finally, we find no requirenent in the
cl ai med subject nmatter that the conpacting and infiltrating
steps may not occur sinultaneously.

Based upon the above considerations, Chen discloses
di anond particles coated with a netallic coating and a
suitable infiltrating alloy. See columm 4, lines 33-34. The

metallic coating may be either a single |ayer or a double
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| ayer and includes carbide formng materials such as tungsten

and braze- able material such as copper. See colum 4, line
66 through colum 5, line 12. The infiltrating alloy includes
copper alloys. See colum 5, lines 13-18. Qur position is

supported by the specification which discloses tungsten as a
carbide formng elenment. See page 7, and copper alloys as
brazeable infiltrating materials. See specification, page 8.
Accordi ngly, we conclude that Chen discloses the el enents of
coating dianond particles with an adherent carbi de form ng
mat eri al and brazeable material as required by the clained
subj ect matter.

Al t hough porosity is not specifically nentioned, we
conclude that the internedi ate product necessarily nust be
porous since the alloys disclosed by Chen, including copper-
based alloys infiltrate the assenbly of dianond particles.

A conpacting step and heating step are perfornmed both by
vi brational packing, see colum 5, |ines 22-26 and by " hot
pressing” taught at colum 5, lines 38-41. W concl ude that
both conpacting steps result in dianmond particles in the form

of a porous body.
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Based upon the above findings, we conclude that Chen
teaches each of the required el enents of the clainmed subject
matter. Appellants argue on pages 12 and 13 of the Brief that
nunmerous additional limtations to claim1l submtted under 37
CFR 8 116 have been denied entry by the exam ner. However,
t hese argunents are not relevant in deciding the issue before
us. Qur consideration is necessarily limted to the clained
subject matter as it appears before us. Accordingly, we wll
sustain the rejection by the exam ner on the grounds of
anti ci pati on.
C. The Rejection under 35 U.S.C. § 103

Clainms 1 through 14 and 26 through 30 stand rejected
under 35 U. S.C. § 103 as being unpatentable over Chen in view
of Rohrig. W shall sustain this rejection. W found supra,
that the above clains stand together on the issue of
obvi ousness, and we have previously affirned the § 102
rejection of independent clains 1 and 23 as being anti ci pated
by Chen. It is well settled that the ultinate obviousness, is
| ack of novelty. The clains cannot have been antici pated and

not have been obvi ous. In re Fracal ossi, 681 F.2d 792, 794,

215 USPQ 569, 571 (CCPA 1982). Accordingly, there is no

10
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further need to inquire into the disclosure of any of the
secondary references conbi ned with Bowers.

Nonet hel ess, we acknow edge that appellants have
menti oned specific limtations which appear in clains 2, 3, 4,
11, 12, 14 and 26 in the Brief on pages 14 and 15. W address
these limtations hereunder.

As to claim2 which calls for codepositing two regions
of materials, we previously found that Chen taught coating two
| ayers, colum 4, lines 33-34 and columm 4, line 66 through
colum 5, line 12. The manner of depositing the |ayers,
whet her simul taneously or sequentially, whether in nmultiple
| ayers or a single layer, is considered obvious to one of
ordinary skill in the art.

Wth respect to claim3, we find that the clai mrequires
the presence of only a single conponent as one of the
materials may be present in an amount of zero percent.
Accordingly, no weight is accorded to the term “blending.”

As to claim4 which requires a “uniformand conpl ete
coating,” we previously found that Chen coats the dianond
particles with both “carbide form ng” and “brazeabl e”

material. We further find that Chen teaches coating the

11



Appeal No. 1997-1594

Application No. 08/247,090

particles with chem cal vapor deposition, which is the sane
techni que al so used by appellants. See colum 6, |ines 34-61
and claim5. As the nethod of coating is the sanme, we
conclude that Chen |ikew se obtains a uniform and conpl ete
coating of the dianond particles.

Al t hough claim 11 requires conpacting the dianonds in an
apparatus, “consisting of a die,” we find that the graphite
nmol d taught in Exanple 2 of Chen is indistinguishable fromthe
“die” of claiml11.

We further find that the conpacting and sinul t aneous
“hot pressing” step taught by Chen at colum 5, lines 38-41,
neets the requirenments of the clainmed subject matter of claim
12, that the dianond particles are conpacted to produce a
stable body during infiltration. Qur position is supported by
t he absence of any requirenent in the clainmed subject matter
that pressure not be nmaintained during the brazing step as a
condition that the conpact remain stable.

As to claim 12, we find that a conposite material in the
formof a sheet is suggested by Chen who teaches backing
menbers at colum 8, lines 7-12. W further find that Chen

suggests formation of a sheet at Figure 4. Qur viewis

12
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further supported by the fact that no specific dinmensions for
a sheet are required by claim12. |ndeed, a sheet is defined
as “a portion of sonething that is thin in conparison to its
| ength and breadth.”2? Mreover, Chen teaches that the cutting
el emrents may be nade to any desired shape or configuration.
See colum 9, lines 6-7. Based upon these considerations, we
conclude that it would have been obvious for one of ordinary
skill in the art to prepare cutting elenents in the formof a
“sheet” as required by the clainmed subject matter.
Accordingly, the rejection of clains 1 through 14, and 26
through 30 is affirnmed under section 103.
DECI SI ON

The rejection of clains 1, 5, 6, 10, 12, and 14 under 35
US C 8§ 102(b) as being clearly anticipated by Chen is
affirned.

The rejection of clainms 1 through 14 and 26 t hrough 30
under 35 U. S.C. § 103 as being unpatentable over Chen in view

of Rohrig is affirned.

2Webster’s Ninth New Col | egiate Dictionary, page 1084,
Merriam Webster Inc. Springfield, MA , 1986.
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The rejection of claim5 under 35 U S.C. § 112, second
par agr aph, as being indefinite for failing to particularly
point out and distinctly claimthe subject matter which
applicant regards as the invention is reversed.

The rejection of clainms 1 through 14 and 26 through 30
stand rejected under 35 U.S.C. 112, first paragraph, for |lack
of enabl enent is reversed.

The decision of the examiner is affirned.

No time period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

§ 1.136(a).
AFFI RVED
Edward C. Kimin )
Adm ni strative Patent Judge )
)
)
)
Terry J. Owens ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Paul Li eberman )
Adm ni strative Patent Judge )
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Henry P. Sartorio

Deputy Laboratory Counsel for Patents
Lawr ence Livernore National Laboratory
P.O Box 808 - L-703

Li vernmore, CA 94551
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